
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: Stefanik. 



Serial No.: 09/751,468 
Filing Date: December 29, 2000 



Abandonment Contact: 

Tom Hawkins 

Art Unit: 2636 




Title: REMOTE CONTROL DEVICE WITH ILLUMINATION 

PETITION TO WITHDRAW HOLDING OF 
ABANDONMENT UNDER 37 C.F>R. 1.181(a) 

Pittsburgh, Pennsylvania 15222 
Ma.hl6.2004 REQ^jVED 

Mail Stop Petition . „ - o 2004 

Commissioner for Patents 

'^^'^ ^450 Technology Cenier 2600 

Alexandria, VA 22313-1450 icuiiiuiuy, 

Sir: 

This petition is in response to the Notice of Abandonment mailed February 27, 2004 
(copy enclosed) in connection with the above-identified application. For the reasons set forth 
hereinbelow. Applicant respectfully submits that this application is not in fact abandoned and 
respectfully requests withdrawal of the holding of abandonment. Applicant further submits that 
this petition does not require a fee. 



"Express Mail" mailing label number ER5244163 86US 
Date of Deposit March 16. 2 00A 

I hereby certify that this paper or fee is being deposited with the United States Postal Service "Express Mail Post Office to 
Addressee" service under 37 CFR 1 .10 on the date indicated above and is add|;essed to the Mail Stop Petition, Commissioner for 
Patents, P. O. Box 1450, Alexandria, VA 2231>445t 

PI- 1136871 v2 




The Notice of Abandonment states that the appHcation was abandoned due to 
"Applicant's failure to timely file corrected drawings as required by, and within the three-month 
period set in, the [supplemental] Notice of Allowability (PTOL-37)" and because "No corrected 
drawings have been received." 

As discussed below, however, Applicant had previously mailed corrected drawings in 
response to an Office requirement therefor. The corrected drawings complied with § 1.84 and 
were accepted by the Office at the time the application was allowed as evidenced by the Notice 
of Allowability mailed by the Office on August 25, 2003. Accordingly, Applicant submits that 
because the requirement for corrected drawings in the Supplemental Notice of Allowability had 
previously been met to the Office's satisfaction, payment of the issue fee on November 19, 2003 
without the re-submission of corrected drawings constituted a reply sufficient to avoid 
abandonment of the application. 

AppUcant respectfiiUy requests that the Office's attention be directed to the following 
listing of documents relating to the above-captioned application and referenced in connection 
with a statement of the facts provided thereafter: 

la. Copy of postcard receipt verifying receipt of transmittal of formal drawings by the 
Office on January 18, 2002; 

lb. Copy of transmittal of formal drawings; 

2. Copy of Office Action Summary mailed by the Office on April 11, 2003; 

3. Copy of Amendment and Response to Office Action (^'Response'') mailed by the 
AppUcant to the Office on June 10, 2003; 

4. Copy of Notice of Allowability and Notice of Allowance mailed by the Office on 
August 25, 2003; 

5. Copy of Supplemental Notice of Allowability, mailed by the Office on October 20, 

2003; 

6a. Copy of transmittal of payment of issue fee; 
6b. Copy of PTO Form 85B; 
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6c. Copy of check stub from Check No. 1004240; and 

6d. Copy of Express Mail Receipt (No. ER524412375US) stamped Nov, 19, 2003, 
verifying mailing of the issue fee to the Office. 

As indicated on the postcard receipt (la), the Office acknowledged receipt on January 18, 
2003 of five sheets of formal drawings (lb) mailed by the AppUcant. In the Office Action 
Summary (2) of April 1 1, 2003, the Examiner stated at page two, paragraph 1 that "[t]he 
drawings are objected to under 37 C.F.R. 1.83(a)" and that "the extending projection must be 
shown or the feature(s) canceled from the claim(s)." The Examiner further stated that "[a] 
proposed drawing correction or corrected drawings are required in reply to the Office Action to 
avoid abandonment of the application." (emphasis added). 

In Applicant's Response (3) of June 10, 2003, Applicant's representative stated: 
"AppHcant has herein amended Figure 1 to show the extending projection." A copy of the 
corrected drawing satisfying the requirements of § 1.84 accompanied the Response (3). The 
drawing as amended thus constituted a corrected drawing responsive to the Examiner's 
objection, and not merely a proposed drawing correction. This position is supported by the 
Notice of Allowability (4) mailed August 25, 2003, in which the Office indicated that "[t]he 
drawings filed on 10 Jime 2003 are accepted by the Examiner." 

Under 37 C.F.R. § 1.85(c), 

[i]f a corrected drawing is required or if a drawing does not 
comply with § 1.84 at the time an application is allowed, the Office 
may notify the applicant and set a three month period of time from 
the mail date of the notice of allowability within which the 
applicant must file a corrected or formal drawing in compliance 
with § 1.84 to avoid abandonment. 

The requirement in the Supplemental Notice of Allowability (5) for corrected drawings 
"including changes required by the proposed drawing correction filed [June 10, 2003], which has 



been approved by the Examiner" is not supported by § 1. 85(c) because (1) the drawing that 
accompanied the June 10, 2003 Response was a corrected drawing that compUed with § 1.84 
and not merely a proposed drawing correction, and (2) the Office accepted the corrected drawing 
at the time of allowance. Accordingly, Applicant submits that because the corrected drawing had 
in fact already been mailed to and accepted by the Office, payment of the issue fee (6a-d) on 
November 19, 2003 without the re-submission of corrected drawings constituted a reply 
sufficient to avoid abandonment of the application. 

Respectfully submitted, 

Daniel R. Miller 
Reg. No. 52,030 
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In re application of: 

Stefanik 

Serial No.: 09/751,468 
Filed: December 29, 2000 



PATENT 
00337 



REMOTE CONTROL DEVICE WITH 
ILLUMINATION 
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Pittsburgh, Pennsylvania 15222 
January 18,2002 



Commissioner for Patents 



Washington, DC 20231 



RECEIVFD 

MAR 1 9 2004 

Technology Center 2600 



Sir: 

Enclosed please find formal drawings for above-mentioned application. If the 
imdersigned can be of any assistance to the Examiner, please contact the 
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^ , ,^ January 18, 2002 
Date of Deposit ^ 

I hereby certify that this paper or fee is being deposited with the United States Postal Service "Express Mail Post Office to 
Addressee" service under 37 CFR 1.10 on the date indicated above and is addressed to the Commissioner for Patents. 

Washington, DC 
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undersigned at the number set forth below. 



Respectfully submitted. 



\ 

l^inathan C. Parks 
Registration No. 40,120 

Attorney for Applicants 



KIRKPATRICK & LOCKHART LLP 
Henry W. Oliver Building 
535 Smithfield Street 
Pittsburgh, Pennsylvania 1 5222 

Telephone: (412) 355-6288 
Fax No.: (412)355-6501 
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Please find below and/or attached an Office communication concerning this application or proceeding. 
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MAR 1 9 2004 

Technology Center 2600 




PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 
09/751.468 



Examiner 

Daniel Previl 



Applicant(s) 
STEFANIK, JOHN R. 



Aft Unit 

2632 



— The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may t>e available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above Is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified atwve, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenn adjustment See 37 CFR 1.704(b). 

Status 

1 )S Responsive to connmunication(s) filed on 26 March 2003 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 1-4 and 12 is/are oendino in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-4 and 12 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 13 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing{s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner, 

If approved, corrected drawings are required in reply to this Office action. 

1 2) \3 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 0 Certified copies of the priority documents have been received. 

2. {3 Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C, §§ 120 and/or 121. 
Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s). 



2) □ Notice of Draftsperson*s Patent Drawing Review (PTO-948) 5) □ Notice of Infomial Patent Application {PTO-152) 

3) ^ Infomfiation Disclosure Statement(s) (PTO-1 449) Paper No(s) 6 . 6) Q Other 



U.S. Patent and Trademartt Office 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 20 



Application/Control Number; 09/751,468 



Art Unit: 2632 
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DETAILED ACTION 

This action is responsive to communication filed on March 26, 2003. 

Drawings 

1 . The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the extending 
projection must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-4, 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Darbee et al. (US 6.002.450) in view of Park (US 5.705,997). 



Application/Control Number: 09/751 ,468 Page 3 

Art Unit: 2632 

Regarding claim 1 . Darbee teaches a housing 10 (fig. 1); a processor located in 
the housing (microcontroller 28 located in the housing 10) (fig. 2, ref. 28) ; at least one 
input device in communication with the processor (keyboard 38 connected to the 
microprocessor 28) (fig. 2. ref. 28, 38; col. 5, lines 7-8); wherein the motion detector 
communicates to the processor upon detection of motion of the device (a motion 
detector determines if the user picked up the remote control) (fig. 2; col. 3, lines 33-38; 
col. 8, lines 9-11). 

Darbee teaches every feature of the claimed invention but fails to explicitly 
disclose a light source attached to an extending projection, wherein the 
extending projection is attached to a top side of the housing wherein the light 
source is in communication with the processor wherein the light source is one of 
an incandescent light and a light emitting diode; wherein the processor effects 
the light source to be lit upon receipt of the signal and wherein the light source 
shines down upon the input device when the light source is lit. 

However, Park teaches a light source 62 attached to an extending 
projection (extending projection is inherently included in the lamp 62) wherein the 
extending projection is attached to a top side of the housing 100 (fig. 2), wherein 
the light source 62 is in communication with the processor (control section 40) 
(col. 4. lines 40-45), wherein the light source 62 is one of an incandescent light 
and a light emitting diode (col. 4, lines 43-46); wherein the processor effects the 
light source to be lit upon receipt of the signal (when any function key 72 is 
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pressed, control section 40 lights lamps 62 for indicating the position of the 
remote control device 100) (col. 4, lines 13-48); and wherein the light source 
shines down upon the input device when the light source is lit (key illuminating 
section 70 has small lamps installed under function keys 72 to be illuminated) 
(col, 5, lines 3-10). 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to incorporate the teaching of Park in Darbee, 
Doing so would provide efficiently a self-illumination device when any function 
key is touched by which the remote control can be easily found and operated 
even in the dark. So, users can distinguish function keys to easily control the 
system, which is inexpensive and fully convenient. 

Regarding claim 2. Darbee teaches an input device which is a keyboard 
(col. 5, lines 7-8). 

Regarding claim 3, Darbee teaches the motion detector is selected from 
the group consisting of a gravity-based switch, a mercury switch, and an 
electronic component based switch (vibrating mechanism for producing tactile 
sensations from the remote control) (col. 8, lines 48-52). 

Regarding claim 4, Darbee discloses a storage area (EEPROM 36) in 
communication with the microcontroller 28 (fig. 2). 

Regarding claim 12, the above combination discloses all the limitations in 
claim 1 and Park further discloses the step of disabling the lighting of the light 
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source (turning off plurality of indicating lamps) (coL 10, lines 7-10). Same 
motivation as claim 1 . 



Response to Arguments 

4. Applicant's arguments with respect to claims 1-4, 12, have been considered but 
are moot in view of the new ground(s) of rejection. 



Conclusion 

1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure, 

Darbee et al. (US 6,278,499) discloses a two-way remote control with advertising 

display. 
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Feinleib et al. (US 6,346.891 ) discloses a remote control system with handling 
sensor in remote control device. 

Darbee et al. (US 6,130,726) discloses a program guide on a remote control 
display. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel Previl whose telephone number is 305-1028. 
The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel WU can be reached on 703 308 6730. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703 872-9315 for 
regular communications and 703 872-9314 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703 305- 
4700. 
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Daniel Previl 
Examiner 
Art Unit 2632 
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This application is abandoned in view of: 
I I Applicant's failure to timely file a proper reply to the Office letter mailed on, 
I I A reply (with Certificate of Mailing or Transmission of. 



DATE MAILED: 

CON 1 ACT PER30N IS' 
TOM HAWKINS 

, ) was received on 



extension of time of 



which is after the expiration of the period for reply (including a total 
month(s)) which expired on . 



I I A proposed reply was received on. 
37 CFR 1,113 to the final rejection. 



, but it does not constitute a proper reply under 



(A proper reply under 37 CFR 1.113 to a final rejection consists only of: (1) a timely filed amendment 
which places the application in condition for allowance; (2) a timely filed Notice of Appeal (with appeal fee); 
or (3) a fimely filed Request for Continued Examination (RCE) in compliance with 37 CFR 1.114). 



, but it does not constitute a proper reply, or a bona ftde attempt at a 



□ 



I I A reply was received on 

proper reply, to the non-final rejection. See 37 CFR 1.85(a) and 1.11 1'. (See explanation in the last box below). 

I I No reply has been received. 

Applicant's failure to timely pay the required issue fee and publication fee, if applicable, within the statutory period 
of three months from the mailing date of the Notice of Allowance (PTOL-85). 

I I The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing 

Transmission dated ), which is after the expiration of the statutory period for payment of the 



issue fee (and publication fee) set in the Notice of Allowance (PTOL-85)(or Notice of Publication Fee Due). 
I I The submitted fee of $ is insufficient. A balance of $ is due. 



The issue fee by 37 CFR 1.18 is $ 
37 CFR 1.18(d) is $ 



The publication fee, if required, by 



I I The issue fee and publication fee, if applicable, have not been received. 

Applicant's failure to timely file corrrected drawings as required by, and within the three-month period set in 
the Notice of Allowability (PTOL-37). 



I I Proposed corrected drawings were received on. 



□ 

□ 

□ 
□ 



), which is after the expiration of the period for reply. 



(with a Certificate of Mailing or Transmission dated 



No corrected drawings have been received. 



The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire 
interest, or all the applicants. 

The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity 
under 37 CFR 1 .34(a)) upon filing of a continuing application. 



The decision by the Board of Patent Appeals and Interferences rendered on 

for seeking court review of the decision has expired and there are no allowed claims. 



. and because the period 



PTO-1432 P7/01) 



The reason(s) below: , 

Petitions to re/ive under 37 CFR 1 .1 37(a) or (b). or requests to withdraw the holding of abandonment under 37 CFR 1 .181 . should be promptly fited to 
minimize any negative effects on patent term. 



Respond to the Nrtice of Abandonmem by ooe of the following: 
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« 37 CFR § 1 JO "Express Mail" mailing 

MPEP 503 Postcard Receipt as Prima Facie Evidence ^ - „ 

22313-1450 

By facsimile; 703-305-8755 or 703-305-4372 

PetitiooToWUhdraw Holding Of Abandonment Based OnFaaureToReceive Office 
Action (See MPEP 711.03(c) n). No fee required 

p^cdtio^r suUng to. the Off- — rX'Si^^^S^oo A copy of «.= 

mmt 1» atucbed to and referenced to I»»«;''<»"'"^'SL .ppliction as tollov/s: 

B,faes... rectrs::.rrpiT.^;t::u.^^^^^^ 

Petition TO Revive An Abandoned Application (See MPEP 711.03(e) HI) 

W,„e,he„isnodisp„,eas,o^.^e,«.a„Mo.^^ba.d^^^^^^^^^ 

peid.,3,mi>-3,sboo,d^^d*^^^ 
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SPECIFICATION AMENDMENTS 
Please amend the paragraph at Page 6, line 7 through Page 7, line 6 as follows: 
When the motion detector 20 detects movement, the motion detector 20 transmits a signal 
to the microprocessor 14 indicating the movement. The motion detector 20 is connected to a 
microprocessor 14 and detects movement of the device 10. The microprocessor 14, in turn, after 
retrieving instructions from the data storage area 22, sends a signal to the light source 18. Upon 
receipt of the message, the light source 18 illuminates all or a portion of the input device 16 so 
that the input device 16 may be more readily seen in dark environments. According to one 
embodiment, a portion or all of the input device 16 may be backlit by the light source 18. 
Alternatively, in another embodiment, the light source 18 may shine down upon the input device 
16 from an extending projection 19 or projections of the housing 12 to illuminate the input 
device 16. The light sources 18 may thus be a single light that lights the input device 16 or may 
be, for example, a grid of lights, with each light corresponding to, for example, a button on the 
input device 16. In another embodiment, a portion of the device 10 not used for input such as, 
for example, a border around the top side of the device 10, may be backlit by the light source 18, 
thus shedding light on the input device 16. Optionally, after a pre-set period of time (e.g., five to 
ten seconds) without the remote control device 10 moving or without any input from the input 
device 16, one embodiment of the present invention may have the microprocessor 14 send a 
signal to the light source 18 to cease the illumination of the input device 16. In addition, 
according to another embodiment, the remote control device 10 may have a button or some other 
physical means of input that activates the illumination of the input device 16 so the user is not 
limited to moving the remote control device 10 to trigger illumination. Further, in another 
embodiment of the present invention, the automatic illumination due to movement feature of the 
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remote control device 10 may be turned off with, for example, a user-controllable switch to save 
battery life. 



CLAIM AMENDMENTS 
Claim 1 (Previously Amended): A remote control device, comprising: 
a housing; 

a processor located in the housing; 

a motion detector in conmumication with the processor; 

at least one input device in communication with the processor; and 

a light source attached to an extending projection, wherein the extending projection is 
attached to a top side of the housing, wherein the light source is in communication with the 
processor, wherein the light source is one of an incandescent light and a light emitting diode, 
wherein the motion detector communicates a signal to the processor upon detection of motion of 
the device, wherein the processor effects the light source to be lit upon receipt of the signal, and 
wherein the light source shines down upon the input device when the light source is lit. 

Claim 2 (Original): The device of claim 1, wherein the input device is selected from the 
group consisting of a touch screen, a keypad, a stylus, a joystick, a keyboard, a mouse, and an 
LCD screen. 

Claim 3 (Original): The device of claim 1, wherein the motion detector is selected from 
the group consisting of a gravity-based switch, a mercury switch, and an electronic component- 
based switch. 

Claim 4 (Original): The device of claim 1, further comprising a storage area in 
communication with the processor. 

Claims 5-11 (Cancelled) 
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Claim 12 (Previously Added): The remote control device of claim 1, further comprising 
a user-controllable switch in communication with the light source for disabling the lighting of the 
light source. 



® 



REMARKS 

Drawings 

In the Office Action, the Drawings were objected to under 37 C.F.R. § 1.83(a) as not 
showing every feature of the invention specified in the claims. In particular, the Examiner stated 
that *the extending projection must be shown or the feature(s) canceled from the claim(s)," 
Applicant has herein amended Figure 1 to show the extending projection. Support for such 
amendment can be found in the Specification and Claims as filed and, for example, at Page 6, 
lines 14-16 of the Specification. Thus, Applicant submits that no new matter has been added. 

Specification 

Applicant has herein amended the paragraph of the Specification that appears at Page 6, 
line 7 through Page 7, line 6 to include a reference number for the extending projection that was 
added to Figure 1. Applicant submits that no new matter has been added. 

Claim Rejections 

In the Office Action, claims 1-4 and 12 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 6,002,450 to Darbee et aL ("Darbee") in view of U.S. Patent 
No. 5,705,997 to Park ("Park"). Applicant submits that no new matter has been added. 
Applicant traverses the rejections as follows. 

Applicant submits that neither Darbee nor Park, either alone or combination, teach or 
suggest all of the elements of independent claim 1. As stated in the Office Action, Darbee does 
not "disclose a light source attached to an extending projection, wherein the extending projection 
is attached to a top side of the housing." See Office Action, Page 3. Applicant submits that 
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Park, likewise, does not teach or suggest, among other things, "a light source attached to an 
extending projection, wherein the extending projection is attached to a top side of the 
housing, , .and wherein the light source shines down upon the input device when the light source 
is lit" as claimed in claim 1. 

hi the Office Action, the Examiner stated that "Park teaches a light source 62 attached to 
an extending projection (extending projection is inherently included in the lamp 62) wherein the 
extending projection is attached to a top side of the housing 100 (fig. 2)." See Id, AppUcant 
submits that the light source 62 of Park is not attached to an extending projection that is attached 
to a top side of the housing. Rather, the lamps 62 are "installed on the front surface of remote 
control device 100." See Park, col. 3, lines 59-60; Fig. 2. 

Applicant reminds the Office that, in order to sustain a rejection, "[t]he identical 
invention must be shown in as complete detail as contained in the ... claim." MPEP § 2131 
(citation omitted). If the Office relies on an inherency of an element, "the examiner must 
provide a basis in fact and/or technical reasoning to reasonably support the determination that the 
allegedly inherent characteristic necessarily flows from the teachings of the prior art." MPEP § 
2112, Applicant submits that the Office has not shown such a basis in fact and/or technical 
reasoning as to why the flush-mounted lamps 62 of Park would inherently include "an extending 
projection, wherein the extending projection is attached to a top side of the housing [such that] 
the light source shines down upon the input device when the light source is lit" as claimed in 
claim I. Applicant submits that the Office has not identified such basis in fact and/or technical 
reasoning because none exists. 

Applicant further submits that the Office has relied on inconsistent reasoning in 
fashioning the rejections based on Park. On Page 3 of the Office Action, the Office identifies the 



light source of claim 1 as the lamps 62 of Park. On Page 4 of the Office Action, the Office 
identifies the light source as being the "key illuminating section 70 has small lamps installed 
under function keys 72 to be illuminated." Claim 1 of the instant application includes only one 
light source. Furthermore, assuming for sake of argument and not by way of admission that the 
"small lamps installed under function keys 72" are equated with the light source, the lamps are 
installed under the function keys, and thus such a light source does not and can not "shine[] 
down upon the input device when the light source is lit" as claimed in claim 1. 

Therefore, Applicant submits that neither Darbee nor Park, either alone or in 
combination, teach or suggest every limitation of claim 1 and, thus, Applicant submits that the 
Office has not made a prima facie case of obviousness and that claim I, and claims 2-4 and 12 
which depend therefrom, are patentable. 
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CONCLUSION 

Applicant respectfully requests a Notice of Allowance for the pending claims in the 
present application. If the Examiner is of the opinion that the present application is in condition 
for disposition other than allowance, the Examiner is respectfully requested to contact the 
undersigned at the telephone number listed below in order that the Examiner's concerns may be 
expeditiously addressed. 

Respectfiilly submitted. 




Jonathan C. Parks 
Reg. No. 40,120 

Attorney for Applicant 



KIRKPATRICK & LOCKHART LLP 
Henry W. Oliver Building 
535 Smithfield Street 
Pittsburgh, PA 15222 
Tel. (412) 355-6288 
Fax (412) 355-6501 
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